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DETAILED ACTION 

The following is a first office action in application # 10/580,384. 

Specification 

The disclosure is objected to because of the following informalities: The 
continuity data is not present in the first paragraph of the specification. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. The claims recite a limitation "reactive derivative 
thereof (for example line 3 of claim 1). The scope of this term is unclear. Specification 
fails to provide a limiting definition of the term "reactive derivative". The issue of 
indefiniteness arises when the possibilities of how one might interpret the term "reactive 
derivative" are considered. For example, the reactive moiety need not the a derivative 
of the acid functionality or the derivative might be reactive but not under esterification 
conditions. The specification only provides examples where either an acid or a methyl 
ester is used as starting material and does not provide a definition of the broader term. 
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In order to advance the prosecution examiner will interpret the term "reactive derivative" 
to include only those derivatives of the carboxylic acid functionality which are capable of 
undergoing a substitution reaction with an alcohol as to result in an ester functionality. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Knebel et al. (US 6,040,473) in view of Hintze-Bruning et al. (US 6,297,314). 

Instant claims are directed to an esterification or transesterification process 
wherein an alcohol is reacted with a carboxylic acid, ester or other active derivative in 
the presence of an oxazoline of formula (1 ). 



Scope of prior art 
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Knebel et al teach a transesterification process for the preparation of 
polyglycol(meth)acrylates (see Example 1, column 4). Knebel et al therefore meet the 
limitations of the instant claims which are directed to alcohol and unsaturated carboxylic 
acid derivative being present in solution and a reaction comprising the above two 
substrates to form a new ester. In column 3, lines 28-31 , Knebel et al teach : 

"It is urgently recommended that at least one stabilizing agent of the radical 
scavenger type also be used in order to stop polymerization of the compounds capable 
of polymerization which are present in the reaction batch" 

Ascertaining the difference between prior art and instant claims 

Knebel et al are deficient in that they fail to teach an oxazoline compound being 
used as a radical scavenger. 

Secondary reference 
Hintze-Bruning et al. teach use of light stabilizers as additives in coating agents 
(column 1, lines 5-15, particularly sections d) and e)). Hintze-Bruning et al. also teach 
oxazolines as light stabilizers (column 1, lines 54-56). 

Obviousness 

There are two well known types of light stabilizers, ones that absorb UV radiation 
and ones that act as radical scavengers. Oxazolines are of the later kind. It can 
therefore be interpreted that the teaching of Hintze-Bruning et al. directed to oxazoline 
being a light stabilizer provides a teaching of oxazoline as a radical scavenger. 

In view of recommendation of Knebel et al. to use a radical scavenger in their 
process, one skilled in the art would find it obvious to select a radical scavenger from 
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compounds that have been described in the art to act as radical scavengers. According 
to Hintze-Bruning et al oxazolines are radical scavengers. One skilled in the art at the 
time the instant invention was made would have found it obvious to use any oxazoline 
as a radical scavenger in the process of Knebel et al. Both motivation and expectation 
of success are provided by Knebel et al when they "urgently recommend" using a 
radical scavenger. The expected result of following the recommendation of Knebel et 
al. is reduced formation of polymers, which is what the applicant in the instant 
application has observed. 

Limitations directed to the amount of oxazoline added to the reaction mixture are 
obvious because they represent something that one skilled in the art would determine 
through routine experimentation. The motivation to perform the said routine 
experimentation is provided by the desire to optimize the reaction conditions tin order to 
develop the most efficient method of carrying out the process. Limitations directed to 
the amounts of the reagents are therefore obvious absent unexpected results. 



Conclusion 

Claims 1-6 are pending. 
Claims 1-6 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yevgeny Valenrod whose telephone number is 571-272- 
9049. The examiner can normally be reached on 8:30am-5:00pm M-F. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Daniel Sullivan can be reached on 571-272-0779. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Yevgeny Valenrod/ 

Yevgeny Valenrod 
Patent Examiner 
Technology Center 1600 

/Daniel M Sullivan/ 

Supervisory Patent Examiner, Art Unit 1621 



